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Remarks 

Claims 1-22 were presented for prosecution and claims 1-3, 5-10, 12-16 and 18-22 
remain pending. By this Amendment, the specification and claims 1, 5, 8, 1 5 and 21 have 
been amended; and claims 4, 1 1 and 17 have been cancelled. The above amendments and the 
following remarks are being made to facilitate early allowance of the presently claimed 
subject matter. Applicants do not acquiesce in the correctness of the rejections and reserve 
the right to present specific arguments regarding any rejected claims not specifically 
addressed. Further, Applicants reserve the right to pursue the full scope of the subject matter 
of the original claims in a subsequent patent application that claims priority to the instant 
application* Reconsideration in view of the above amendments and the following remarks is 
respectfully requested. 

By this amendment, claim 5 has been revised to correct a typographical error. No 
new matter has been added. 

Claims 1,8, 15 and 21 have been amended according to the agreements reached in 
the Interview with the Examiner on December 1 , 2005. 

In the Office Action, the Office kindly reminds that the specification of the claimed 
invention does not specifically recite '*non-MICR format/* By this Amendment, the 
specification has been revised accordingly. Applicants submit that the original disclosure 
provides antecedent basis for this amendment and no new matter has been added. 

In the Office Action, claims 1 , 2, 8, 9, 1 1, 15, 16 and 17 were rejected under 35 USC 
103(a) as allegedly being unpatentable over SimonofF(US Patent 6,195,453) in view of 
Kruppa (US Patent 6,243,504). Claim 21 was rejected under 35 USC 103(a) as allegedly 
being unpatentable over Kruppa in view of SimonofF. Claims 3, 4, 6, 7, 10, 1 3, 1 4, 1 9, 20 



7 



10/081,417 



PAGE 10/14 1 RCVD AT 1/4/2006 1 :37:22 PM [Eastern Standard Time] 1 SVR:USPTO«EFXRF-6/24 1 DNIS:2738300 1 CSID:51 8 449 0047 ' DURATION (mm-ss):0344 



JAN.04'2006 13:44 518 449 0047 



HOFFMAN WARNICK D ALESSANRO LLC #6319 P. Oil 



and 22 were rejected under 35 USC 103(a) as allegedly being unpatentable over Simonoff 
and Kruppa in further view of Higgins et al. (US Patent 5,091,968). Claims 12 and 18 were 
rejected under 35 USC 103(a) as allegedly being unpatentable over Simonoff and Kruppa in 
further view of Tateishi (US Publication 2003/0059099). Applicants submit that the claimed 
subject matter is allowable for the reasons stated below. 

Applicants respectfully submit that the cited prior art fails to teach or suggest all of 
the claim limitations. For instance, the claimed invention includes, inter alia, **a conversion 
system for converting the character data to a Magnetic Ink Character Recognition (MICR) 
format from a non-MICR format[,]" as recited in claim 1 and claimed similarly in claims 8, 
15 and 21 . The Office alleges that Simonoff teaches such a conversion system. Applicants 
respectfully traverse this assertion because Simonoff does not discJose or suggest a MICR 
format character data. Please note, in the claimed invention, a MICR format character data 
u has the equivalent specifications of data obtained by a multigap MICR read head." (See 
specification of the claimed invention at page 6, lines 9-10; see also claim 15.) Please also 
note, a MICR code as printed in a check is not equivalent to a MICR format character data as 
obtained by a multigap MICR read head. In Simonoff, the scanned MICR codes are first 
identified using an OCR process (see e.g., claim 1). Once they are identified, they are 
validated (claim 3) and then regenerated, i.e., printed using stored MICR fonts (claim 1). As 
such, Simonoff does not disclose or suggest a MICR format character data. The "stored 
MICR fonts" in Simonoff are not MICR formal character data because the stored MICR fonts 
do not have the equivalent specifications of data obtained by a multigap MICR read head. 
Please note, a format of data obtained by a mul tigap MICR read head is distinct to the format 
of the MICR fonts to be printed by a printer. 
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Please also note, the conversion system of the claimed invention, for example, does 
not only convert the character data in a non-MlCR format to a binary data as allegedly 
disclosed in Higgins. Rather, the conversion system of the claimed invention also "scales the 
character data (in a non-MlCR format) to a pel density associated with a multigap MICR 
read head/* (Claim I, similarly claimed in claims 8, 15 and 21). (Parenthetical explanation 
added). None of the cited prior art discloses or suggests scaling the character data to a pel 
density associated with a multigap MICR read bead because, inter alia, none of them even 
attempts to convert the character data from a non-MICR format to a MICR format . Tn view 
of the foregoing, the cited prior art does not di sclose or suggest each and every claimed 
feature of the claimed invention. 

In addition, Applicants submit there is no motivation or suggestion to combine the 
cited references as suggested by the Office, In the Office Action, the Office asserts that there 
is motivation to combine because Simonoff prints a negotiable document to be deposited at 
banks which needs to be recognized by "a recognition engine as taught by Kruppa " (See 
Office Action at page 3.) Applicants respectfully submit that such a "motivation to combine" 
cannot render the claimed invention obvious because Simonoff and Kruppa are not combined 
in a manner to teach or suggest atJ features of the claimed invention. For example, Simonoff 
lacks "a recognition engine for interpreting the converted (MICR format) character data/' 
(Claim 1 of the claimed invention). (Parenthetical explanation added). In the Office Action, 
however, KrufFis not used to overcome this deficiency of Simonoff. As the Office admits, 
the combination is made to recognize printed negotiable documents with a MICR code, not 
to interpret the converted MICR format character data . Please note, a recognition of a 
negotiable document with MICR codes, per se, does not render the claimed invention 
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obvious because the claimed invention provides a specific approach, including the claimed 
limitations, to this objective, which the cited prior art fails to disclose or suggest. 

In the Advisory Letter, the Examiner argues that tc [a]Ithough the combination does 
not teach the invention as explicitly described in the specification it does teach the current 
claim limitations as reasonably interpreted by the Examiner.'* (Advisory Letter at page 2). 
By this Amendment, claims 1 , 8, 15 and 21 have been amended to incorporate the features of 
the current invention as explicitly described in the specification. Accordingly, Applicants 
submit that the Office fails to establish a prima facie case of obviousness. 

In view of the foregoing, Applicants respectfully request allowance of the claimed 
subject matter. 

The dependent claims are believed allowable for the same reasons stated above, as 
well as for their own additional features. 
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Conclusion 



Applicants respectfully submit that the application is in condition for allowance. If : 
the Examiner believes that anything further is necessary to place the application in condition ! 



for allowance, the Examiner is requested to contact Applicants' undersigned representative at 
the telephone number listed below, ! 



Hoffman, Warnick & D'Alessandro LLC 
75 State Street, 14th Floor 
Albany, New York 12207 
(518) 449-0044 
(518) 449-0047 (fax) 
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Respectfully submitted, 





Michael F. Hoffinan 
Reg. No. 40,019 
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